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FOURTH INTERNATIONAL CONGRESS OF AMERI- 
CAN STATES 


[The following convention relating to trade-marks was adopted by 
the Fourth International Congress of American States, which met at 
Buenos Aires, June ninth, to August thirtieth, 1910, and has been ap- 
proved by the United States Senate. It will become operative as to the 

4 United States, if and when ratified by two-thirds of the states of the 
Me = onorthern group. Arts. XIII, XVI.] 
CONVENTION. 


(163 O. G., 970.) 
Protection of Trade-Marks. 


Their Excellencies the Presidents of the United States of Amer- 

ica, the Argentine Republic, Brazil, Chili, Colombia, Costa Rica, 
Cuba, Dominican Republic, Ecuador, Guatemala, Haiti, Hon- 
duras, Mexico, Nicaragua, Panama, Paraguay, Peru. Salvador, 
Uruguay and Venezuela; 
y Being desirous that their respective countries may be repre- 
sented at the Fourth International American Conference, have 
i sent thereto the following delegates, duly authorized to approve 
4 the recommendations, resolutions, conventions, and treaties which 
; they might deem advantageous to the interest of America: 


(Names of delegates from above countries. ) 


Who, after having presented their credentials and the same 
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having been found in due and proper form, have agreed upon the 
following Convention for the Protection of Trade-Marks. 

Articte I. The signatory nations enter into this convention 
for the protection of trade-marks and commercial names. 

Art. II. Any mark duly registered in one of the signatory 
States shall be considered as registered also in the other States 
of the union, without prejudice to the rights of third persons 
and to the provisions of the laws of each State governing the 
same. 

In order to enjoy the benefit of the foregoing, the manu- 
facturer or merchant interested in the registry of the mark must 
pay, in addition to the fees or charges fixed by the laws of the 
State in which application for registration is first made, the sum 
of fifty dollars gold, which sum shall cover all the expenses of 
both bureaux for the international registration in all the signa- 
tory States. 


Art. III. The deposit of a trade-mark in one of the signatory 
States produces in favor of the depositor a right of priority for 


the period of six months, so as to enable the depositor to make 
the deposit in the other States. 

Therefore, the deposit made subsequently and prior to the 
expiration of this period can not be annulled by acts performed 
in the interval, especially by another deposit, by publication, or 
by the use of the mark. 

Art. IV. The following shall be considered as trade-mark: 
Any sign, emblem, or especial name that merchants or manu: 
facturers may adopt or apply to their goods or products in 
order to distinguish them from those of other manufacturers 


or merchants who manufacture or deal in articles of the same 
kind. 


Art. V. The following can not be adopted or used as trade- 
mark: National, provincial, or municipal flags or coats-of-arms ; 
immoral or scandalous figures; distinctive marks which may 
have been obtained by others or which may give rise to confu- 
sion with other marks; the general classification of articles; 
pictures or names of persons without their permission; and any 
design which may have been adopted as an emblem, by any fra- 
ternal or humanitarian association. 
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The foregoing provisions shall be construed without prejudice 
to the particular provisions of the laws of each State. 

Arr. VI. All questions which may arise regarding the priority 
of the deposit or the adoption of a trade-mark shall be decided 
with due regard to the date of the deposit in the State in which 
the first application was made therefor. 

Art. VI]. The ownership of a trade-mark includes the right 
to enjoy the benefits thereof and the right of assignment or 
transfer in whole or in part of its ownership or its use, in 
accordance with the provisions of the laws of the respective 
States. 

Art. VIII. The falsification, imitation, or unauthorized use 
of a trade-mark, as also the false representation as to the origin 
of a product, shall be prosecuted by the interested party in ac- 
cordance with the laws of the State wherein the offense is com- 
mitted. 

For the effects of this article, interested parties shall be under- 
stood to be any producer. manufacturer, or merchant engaged 
in the production, manufacture, or traffic of said product, or in 
the case of false representation of origin, one doing business 
in the locality falsely indicated as that of origin, or in the terri- 
tory in which said locality is situated. 

Art. IX. Any person in any of the signatory States shall 
have the right to petition and obtain in any of the States, through 
its competent judicial authority, the annulment of the registra- 
tion of a trade-mark, when he shall have made application for 
the registration of that mark, or of any other mark, calculated to 
be confused, in such State, with the mark in whose annulment 
he is interested, upon proving. 

(a) That the mark the registration whereof he solicits has 
been employed or used within the country, prior to the employ- 
ment or use of the mark registered by the person registering it 
or by the persons from whom he has derived title; 

(b) That the registrant had knowledge of the ownership, em- 
ployment, or use in any of the signatory States of the mark of 
the applicant, the annulment whereof is sought, prior to the use 
of the registered mark by the registrant, or by those from whom 
he has derived title; \ 
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(c) That the registrant had no right to the ownership, employ- 
ment, or use of the registered mark on the date of its deposit ; 

(d) That the registered mark had not been used or employed 
by the registrant or by his assigns within the term fixed by the 
laws of the State in which the registration shall have been made. 

Arr. X. Commercial names shall be protected in all the States 
of the union, without deposit or registration, whether the same 
form part of a trade-mark or not. 

Art. XI. For the purposes indicated in the present conven- 
tion a union of American Nations is hereby constituted, which 
shall act through two international bureaux established one in 
the city of Habana, Cuba, and the other in the city of Rio de 
Janeiro, Brazil, acting in complete accord with each other. 

Art. XII. The international bureaux shall have the following 
duties 

1. To keep a register of the certificates of ownership of trade- 
mark issued by any of the signatory States. 

2. To collect such reports and data as relate to the protection 
of intellectual and industrial property and to publish and circulate 
them among the nations of the union, as well as to furnish them 
whatever special information they may need upon this subject. 

3. To encourage the study and publicity of the questions re- 
lating to the protection of intellectual and industriai property ; 
to publish for this purpose one or more official reviews, contain- 
ing the full texts or digest of all documents forwarded to the 
bureaux by the authorities of the signatory States. 

The Governments of said States shall send to the International 
American Bureaux their official publications which contain the 
announcements of the registrations of trade-marks, and com- 
mercial names, and the grants of patents and privileges, as well 
as the judgments rendered by the respective courts concerning 
the invalidity of trade-marks and patents. 

4. To communicate to the Governments of the union any diffi- 
culties or obstacles that may oppose or delay the effective ap- 
plication of this convention. 


5. To aid the Governments of the signatory States in the 


preparations of international conferences for the study of legis- 
lation concerning industrial property, and to secure such altera- 
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tions as it may be proper to propose in the regulations of the 
inion, or in treaties in force to protect industrial property. In 




























case such conferences take place, the directors of the bureaux 
shall have the right to attend the meetings and there to express 
their opinions, but not to vote. 

6. To present to the Governments of Cuba and of the United 
States of Brazil, respectively, yearly reports of their labors which 
shall be communicated at the same time to all the Governments 

the other States of the union. 

>. To initiate and establish relations with similar bureaux and 

ith the scientific and industrial associations and institutions 

the exchange of publications, information, and data con- 
ucive to the progress of the protection of industrial property. 

8. To investigate cases where trade-marks, designs, and in- 

strial models have failed to obtain the recognitjon of registra- 

n provided for by this convention, on the part of the authorities 

any one of the States forming the union, and to communicate 

facts and reasons to the Government of the country of 
origin and to interested parties. 

g. To cooperate as agents for each one of the Governments 


% the signatory States before the respective authorities, for the 
better performance of any act tending to promote or accomplish 
the ends of this convention. 

\rt. XIII. The bureau established in the city of Habana, 

j Cuba, shall have charge of the registration of trade-marks com- 

3 ing from the United States of America, Mexico, Cuba, Haiti, 
the Dominican Republic, El Salvador, Honduras, Nicaragua, 
Costa Rica, Guatemala and Panama. 

The bureau established in the city of Rio de Janeiro shall 
have charge of the registration of trade-marks coming from 

m brazil, Uruguay, the Argentine Republic, Paraguay, Bolivia, 
Chili, Peru, Ecuador, Venezuela and Colombia. 

\rt. XIV. The two international bureaux shall be considered 
= ®*s one, and for the purpose of the unification of the registra- 

a tions it is provided: 


(a) Both shall have the same books and the same accounts 
ept under an identical system. 


(0) Copies shall be reciprocally transmitted weekly from one 
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to the other of all applications, registrations, communications, 
and other Jocuments affecting the recognition of the rights of 
owners of trade-marks. 

Arr. XV. The international bureaux shall be governed by 
identical regulations, formed with the concurrence of the Gov- 
ernments of the Republic of Cuba and of the United States of 
Brazil and approved by all the other signatory States. 

Their budgets, after being sanctioned by the said Governments, 
shall be defrayed by all the signatory States in the same pro- 
portion as that established for the International Bureau of the 
Amercan Republics at Washington, and in this particular they 
shall be placed under the control of those Governments within 
whose territories they are established. 

The international bureaux may establish such rules of prac- 
tice and procedure, not inconsistent with the terms of this con- 
vention, as they may deem necessary and proper to give effect 
to its provisions. 

Art. XVI. The Governments of the Republic of Cuba and 
of the United States of Brazil shall proceed with the organization 
of the Bureaux of the International Union as herein provided, 
upon the ratification of this convention by at least two-thirds 
of the nations belonging to each group. 

The simultaneous establishment of both bureaux shall not be 
necessary; one only may be established if there be the number 
of adherent Governments provided for above. 

Art. XVII. The treaties on trade-marks previously concluded 
by and between the signatory States, shall be substituted by the 
present convention from the date of its ratification, as far as the 
relations between the signatory States are concerned. 

Art. XVIII. The ratifications or adhesion of the American 
States to the present convention shall be communicated to the 
Government of the Argentine Republic, which shall lay them 
before the other States of the union. These communications 
shall take the place of an exchange of ratifications. 


Art. XIX. Any signatory State that may see fit to withdraw 


from the present convention shall so notify the Government of 
the Argentine Republic, which shall communicate this fact to 
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the other States of the union, and one year after the receipt of 
such communication this convention shall cease with regard to 
the State that shall have withdrawn. 

In witness whereof the plenipotentiaries and delegates sign 
this convention and affix to it the seal of the Fourth International 
\merican Conference. 

Made and signed in the city of Buenos Aires, on the 20th day 
of August, in the year 1910, in Spanish, English, Portuguese, 
and French, and filed in the Ministry of Foreign Affairs of the 
\rgentine Republic, in order that certified copies may be made, 
to be forwarded through appropriate diplomatic channels to 
each one of the signatory nations. 


Sigt ed by delegate Ss Or i untries recited in the preamble ) 


UNITED STATES TRADE-MARK LAW—AMEND- 
MENT 


O4 VU. Us.. 


(Public—No. 388.) 


(H. R. 24749.) 

An act revising and amending the statutes relative to trade- 
marks. 

Be it enacted by the Scnate and House of Representatives of 
the United States of America in Congress assembled, That sec- 
tion five of the act entitled “An Act to authorize the registration 
of trade-marks used in commerce with foreign nations or among 
the several States or with Indian tribes, and to protect the same,” 
approved February twentieth, nineteen hundred and five, and 
amended by an act approved March second, nineteen hundred 
and seven, be, and the same hereby is, further amended by 
adding at the end of the section the words: “Provided further, 
That nothing herein shall prevent the registration of a trade- 
mark otherwise registrable because of its being the name of the 
applicant or a portion thereof,” so that the section as am-nded 
will read as follows: 

“Sree. 5. That no mark by which the goods of the owner of 
the mark may be distinguished from other goods of the same 
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class shall be refused registration as a trade-mark on account 
of the nature of such mark unless such mark— 

(a) Consists of or comprises immoral or scandalous matter. 

‘“(b) Consists of or comprises the flag or coat-of-arms or 
other insignia of the United States, or any simulation thereof, 
or of any State or municipality, or of any foreign nation, or of 
any design or picture that has been or may hereafter be adopted 
by any fraternal society as its emblem: Provided, That trade- 
marks which are identical with a registered or known trade-mark 
owned and in use by another, and appropriated to merchandise 
of the same descriptive properties, or which so nearly resemble 
a registered or known trade-mark owned and in use by another, 
and appropriated to merchandise of the same descriptive prop- 
erties, as to be likely to cause confusion or mistake in the mind 
of the public, or to deceive purchasers, shall not be registered: 
Provided, That no mark which consists merely in the name of an 
individual, firm, corporation, or association not written, printed, 
impressed, or woven in some particular or distinctive manner or 
in association with a portrait of the individual, or merely in 
words or devices which are descriptive of the goods with which 
they are used, or of the character or quality of such goods, or 
merely a geographical name or term, shall be registered under 
the terms of this act: Provided further, That no portrait of a 
living individual may be registered as a trade-mark except by 
the consent of such individual, evidenced by an instrument in 
writing: And provided further, That nothing herein shall pre- 
vent the registration of any mark used by the applicant or his 
predecessors, or by those from whom title to the mark is derived, 
in commerce with foreign nations or among the several States 
or with Indian tribes which was in actual and exclusive use as a 
trade-mark of the applicant, or his predecessors from whom he 
derived title, for the ten years next preceding [ ] February 
twentieth, nineteen hundred and five: Provided further, That 
nothing herein shall prevent the registration of a trade-mark 
otherwise registrable because of its being the name of the apf- 


plicant or a portion thereof. 


\pproved, February iS; 1071. 
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Che amendment adds the tinal clause, italicised above, thus removing 
any doubt as to the registrability of marks, otherwise good, which form 
rt of the corporate name of the applicant. Ex parte, Champion Safety 


Co., 143 O. G., 1109; Bulletin, Vol. V, pp. 103, 215, 262; VI, 119, 123. 

The amendment also eliminates from the next preceding clause the words, 

the passage of the act of,’ at the point indicated by brackets. This 
rely remedies a supposed ambiguity. | 


CALIFORNIA TRADE-MARK LAW 


An Act to amend sections three thousand one hundred and 
nincty-seven and three thousand one hundred and ninety-nine 
if the Political Code of the State of California, relating to trade- 
, : , cE —_— 

he People of the State of California, represented in Senate 

ind Assembly, do enact as follows: 

SECTION I. Section three thousand one hundred and ninety- 
seven of the Political Code is hereby amended so as to read as 
follows: 

3197. Any person may record any trade-mark or name by 
filing with the Secretary of State his claim to the same, and a 


copy or deseription of such trade-mark or name, with his affidavit 
attached thereto, certified by any officer authorized to take ac- 
knowledgment of conveyances, setting forth that he (or the firm 
or corporation of which he is a member or officer) is the exclu- 
sive owner, or agent of the owner, of such trade-mark or name. 

Src. 2. Section three thousand one hundred and ninety-nine 
of the Political Code is hereby amended so as to read as follows: 

3199. ny person who has first adopted and used a trade- 
mark or name, whether within or beyond the limits of this State, 
is its original owner. Such ownership may be transferred in 
the same manner as personal property, and is entitled to the 
same protection by suits at law; and any court of competent 


TTT Ic meme) NRT A me 


jurisdiction may restrain, by injunction, any use of trade-marks 
or names in violation of this chapter. (Approved March 21, 
I911; In effect, May 20, 1911.) 


[This amendment restores the law to the form in which it stood prior 
to March 6. 1909, and removes the necessity of registration in order 
to preser the title to a mark in that state Derrinae Plate, 29 Cal., 
) 2 OS IT hattye ; Oy ( i. 70; Bull tin. Vol VII. 1 I, 
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SUPREME COURT OF THE UNITED STATES 


STANDARD PAINT COMPANY v. TRINIDAD ASPHALT MANUFAC- 
TURING COMPANY. 


(76e-O). ‘G: Q7 1.) 


April 10, 1911. 


1. JURISDICTION OF SUPREME CouRT—SuiIT To RESTRAIN INFRINGEMENT 
AND UNFAIR COMPETITION, 

In a suit between citizens of different States, based on alleged 
infringement of a registered trade-mark and unfair competition in 
trade, the Supreme Court has jurisdiction to review the decision of 
the Circuit Court of Appeals upon both issues. 

2. TRADE-MarK DEFINED. 

The term “trade-mark,” generally speaking, means a distinctive mark 
through which the products of particular manufacturers or the com- 
modities of particular merchants may be distinguished from those 
of others. 

3. DescripTIVE TERM—NOo?T SUSCEPTIBLE OF EXCLUSIVE APPROPRIATION 

The settled rule is that no one can appropriate as a trade-mark a 
generic name or one descriptive of an article of trade, its qualities, 
ingredients, or characteristics, or any sign, word, or symbol which 
from the nature of the fact it is used to signify others may employ 
with equal truth. 

4. DescRIPTIVE TERM—MISSPELLING. 

A mark which is descriptive of the goods upon which it is used does 

not lose such quality and becomes arbitrary by being misspelled 
5. “RuBEeRom” FOR FELT Roorine. 


The word “Ruberoid” is a mere misspelling of “rubberoid” and 

does not constitute a valid trade-mark for a flexible roofing material. 
6. UNFAIR COMPETITION. 

Plaintiff used the word “Ruberoid” as a trade-mark for flexible 
roofing. Defendant used the word “Rubbero” as a trade-mark for 
similar goods. There was no imitation of plaintiff's labels in their 
arrangement, color, or general appearance. //eld, defendant was not 
guilty of unfair competition. 

APPEAL from the United States Circuit Court of Appeals for 
the Eighth Circuit. 

Mr. F. N. Judson and Mr. Jno. F. Green for the appellant. 

Mr. W.B. Homer for the appellee. 

Mr. Justice MCKENNA delivered the opinion of the Court. 

The Standard Paint Company, which we shall call the Paint 
Company, is a West Virginia corporation and a citizen of that 
State, brought this suit against the Trinidad Asphalt Manufac- 


turing Company, herein referred to as the Asphalt Company, 


a Missouri corporation, having its principal office in the city of 








i 








SUPREME COURT OF.THE UNITED STATES 1 | 


St. Louis, Missouri, in the Circuit Court of the United States 
in and for the Eastern Division of the Eastern Judicial District 
of Missouri, to restrain the infringement of a duly-registered 
trade-mark for the word ‘“Ruberoid” to designate a certain kind 
of roofing materials for covering houses and other buildings. 
The Paint Company alleges in its bill that it has used the trade- 
mark for more than twelve years, and has advertised the roofing 
very extensively under the name “Ruberoid” roofing, and has 
built up a large and valuable trade therein, in all parts of the 
United States and in foreign countries. 

The roofing is manufactured in three different thicknesses, 
respectively called one, two and three ply, and is then made up 
into rolls, the strips in each roll being about three feet in width 
and about seventy feet long. The rolls are covered with paper 
wrappers, on which are printed in large type, the words, “Rub- 
eroid Roofing’ and inclosed in the rolls are directions for han- 
dling and laying the same and the name of the Paint Company 
as manufacturer. The roofing contains no rubber. 

The Asphalt Company also makes a roofing, not, however, of 
the same material as that of the Paint Company, but of the 
same thickness as the latter, and cut in the similar widths and 
lengths, and sells it under the name of “Rubbero” roofing. 

Two contentions are made by the Paint Company: (1) That 
its trade-mark is a valid one and has been infringed by the 

\sphalt Company. (2) That the latter has been guilty of 
unfair competition. The Court of Appeals decided adversely 
to both contentions. (163 Fed., 977.) Of the first contention 
the Court said it was clear that the Paint Company— 


sought to appropriate the exclusive use of the term rubberoid, 


and that its rights were to be adjudged accordingly, and that 
as the latter, being a common descriptive word, could not be 
appropriated as a trade-mark, the one selected by the Paint 
Company could not be appropriated. The Court said: 


1 


A public right in rubberoid and a private monopoly of rubberoid 


can not coexist. 


1 


The Court expressed the determined and settled rule to be— 
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that no one can appropriate as a trade-mark a generic name or one 
descriptive of an article of trade, its qualities, ingredients or character- 
istics, or any sign, word or symbol which from the nature of the fact 
it is used to signify others may employ with equal truth. 


For this cases were cited and many illustrations were given 
which we need not repeat. The definition of a trade-mark has 
been given by this Court and the extent of its use described. It 
was said by the Chief Justice, speaking for the Court, that— 


the term trade-mark has been in use from a very early date, and, gen- 
erally speaking, it means a distinctive mark of authenticity, through which 
the products of particular manufacturers or the vendable commodities 
of particular merchants may be distinguished from those of others. It 
may consist in any symbol or in any form of words, but as its office 
is to point out distinctively the origin or ownership of the articles to 
which it is affixed, it follows that no sign or form of words can be 
appropriated as a valid trade-mark which, from the nature of the fact 
conveyed by its primary meaning, others may employ with equal truth, 
and with equal right, for the same purpose. (Elgin National Watch Co. 
v. Illinois latch Co., 179 U. S., 665, 673.) 


There is no doubt, therefore, of the rule. There is something 
more of precision given to it in Canal Company v. Clark (13 
Wall., 311, 323), where it is said that the essence of the wrong 
for the violation of a trade-mark— 


consisted in the sale of the goods of one manufacturer or vendor as 
those of another; and that it is only when this false representation is 
directly or indirectly made that the party who appeals to a court of 
equity can have relief. 


A trade-mark, it was hence concluded— 


must therefore be distinctive in its original signification, pointing to the 
origin of the article, or it must become such by association 


But two qualifying rules were expressed, as follows: 


No one can claim protection for the exclusive use of a trade-mark or 
trade name which would practically give him a monopoly in the sale 
of any goods than those produced or made by himself. If he could 
the public would be injured rather than protected, for competition would 
be destroyed. Nor can a given name, or a name merely descriptive of 
an article of trade, of its qualities, ingredients or characteristics, be em- 
ployed as a trade-mark and the exclusive use of it entitled to protection. 


And, citing Amoskeag Manufacturing Company v. Spear (2 


Sandford’s Supreme Court, 599), is was further said there can 
be 
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o right to the exclusive use of any words, letters, figures or symbols 
which have no relation to the origin or ownership of the goods, but 
are only meant to indicate their names or qualities. 


Does the trade-mark of the Paint Company come within the 
broad rule or within the qualifying ones? In other words, does 
it have relation to the origin or ownership of the roofing or 
is it merely descriptive of the roofing? It is conceded that there 
is no rubber used in the preparation of the roofing. It is put 
forth as being in the “nature of soft, flexible rubber.” It is de 
scribed in the certificate of registration as follows: 


The class of merchandise to which this trade-mark is appropriated is 
solid substance in the nature of soft, flexible rubber in the form of 
flexible roofing, flooring, siding, sheathing, etce., and the particular class 
of goods upon which the said trade-mark is used is solid substance in 
the nature of flexible rubber 


And it is said that the “trade-mark consists in the arbitrary 
word ‘Ruberoid.’’* Rubberoid is defined in the Century Dic- 
tionary as a trade name for an imitation of hard rubber. It is 
a compound of the word “rubber,” and the suffix “oid,” and “oid” 


is defined in the same dictionary as meaning— 


having the form or resemblance of the thing indicated, “like,” as in 
anthropoid, like man; crystalloid, like crystal; hydroid, like water, etc. 
It is much used as an English formative, chiefly in scientific words 


Rubberoid, therefore, is a descriptive word, meaning like rub- 
ber, but the Paint Company insists “Ruberoid” is suggestive 
merely, not descriptive 


because there is in fact no rubber used in its composition, and its only 
resemblance to rubber is in respect to its flexibility and its being water- 
proof. 


But this contention makes likeness and resemblance the same 
as identity. If the roofing of the Paint Company was identical 
with rubber it would be rubber and not as it is represented to be, 
as we have seen, “in the nature of soft, flexible rubber.” It 
may rightly be called rubberoid and so may be roofing made by 
others than the Paint Company having the same _ rubber-like 
qualities, flexibility and not pervious to water. The word, there- 


fore, is descriptive, not indicative of the origin or the ownership 
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of the goods; and, being of that quality, we can not admit that 
it loses such quality and becomes arbitrary by being misspelled 
Bad orthography has not yet become so rare or so easily detected 
as to make a word the arbitrary sign of something else than its 
conventional meaning, as different, to bring the example to the 
present case, as the character of an article is from its origin or 
ownership. 

We content ourselves with applying the principle of the cases 
which we have cited and will not review the many cases in which 
it has been considered determinative or otherwise. These cases 
are collected in the opinions of the Circuit Court of Appeals and 
need not be repeated. 

The second, contention of the Paint Company is that the 
Asphalt Company has been guilty of unfair trade and competi- 
tion. The latter company urges that we are without jurisdiction 
to consider the contention and cites Leschen Rope Co. v. Brod- 
erick Co. (201 U. §., 166), in which a claim to a trade-mark 
for a distinctively-colored streak applied to or woven in a wire 
rope was declared invalid. The bill, in addition to the infringe- 
ment of the trade-mark, alleged unfair competition. The de- 
fendant in the case demurred on the ground that the trade-mark 
set up in the bill was not a lawful and valid trade-mark. The 
demurrer was sustained and the bill dismissed and the decree 
of the Circuit Court was affirmed by the Circuit Court of Appeals. 
The case was appealed to this Court and we affirmed the decree 
holding that the trade-mark was invalid. Excluding a right to 
take jurisdiction because the bill set forth unfair competition, 
we said: 


Nor can we take jurisdiction of the case as one wherein the defendant 
had made use of the plaintiff's device for the purpose of defrauding the 
plaintiff and palming off his goods upon the public as those of the 
plaintiff's manufacture. Our jurisdiction depends wholly upon the ques- 


tion whether plaintiff has a registered trade-mark valid under the act 
of Congress. * * * 


The parties in that case were citizens of the same State, and 
the jurisdiction of the Circuit Court depended entirely upon the 
trade-mark statute. In the case at bar, there is diversity of 


citizenship as a ground of jurisdiction as well as the assertion 
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of a valid trade-mark. It is therefore contended that Leschen 
Rope Co. v. Broderick is not applicable, because, as there was no 
valid trade-mark under the Federal statute, it necessarily fol- 
lowed that the Circuit Court was wholly without jurisdiction to 
try the case in the first instance, the parties being citizens of 
the same State; and, as the Circuit Court was without jurisdic- 
tion to try the issue of unfair trade, the Circuit Court of Appeals 
was also without jurisdiction, and that this Court, on appeal, 
could not decide that issue. In the case at bar, however, it is 
urged there is a diversity of citizenship as well as the assertion 
of a right under the Federal statute, and that the Circuit Court 
and the Circuit Court of Appeals both had jurisdiction on that 
ground as well as on the other, and the case, therefore, it is 
contended, falls under //enningen v. United States Fidelity and 
Guaranty Co. (208 U. S., 404), Northern Pac. Ry. Co. v. Loder- 
berg (188 U.S., 526), Penn. Mutual Life Ins. Co. v. Austin (168 
U. S., 685), Northern Pac. Ry. Co. v. Amato (144 U. §., 465), 
Harner v. Searle & Hereth Co. (1gt U. S., 195). Elgin Watch 
Co. v. Illinois Watch Co. (179 U. S., 665). 

Passing the last two cases for the moment, we may say of 
the others that while there was diversity of citizenship, and that 
would have given jurisdiction to the Circuit Court independently 
of any Federal question, statutory or constitutional, a con- 
sideration of a statute or the Constitution of the United 
States entered into the merits. Such is not the condition 
in the case at bar as to the issue of unfair trade. The asserted 
trade-mark as such is not an element. The issue is made inde- 
pendently of it, and under the assumption of its invalidity. If 
the trade-mark were valid, the issue of unfair trade would be 
unnecessary to decide. Such an issue between citizens of dif- 
ferent States, even if there were no technical trade-mark, a Cir- 
uit Court would have jurisdiction to try, and the Circuit Court 
of Appeals would have jurisdiction to review, but the judgment 
of the latter court would be final. 

Warner v. Searle & Hereth Co. and Elgin Watch Co. v. Illinots 
lVatch Co. require special notice. In the latter case there was 
not diversity of citizenship, but there was the assertion of a 
trade-mark in the word “Elgin.” The Circuit Court sustained 
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it; the Circuit Court of Appeals held it invalid and reversed the 
decree of the Circuit Court and ordered a dismissal of the bill. 
This Court affirmed the action of the Circuit Court of Appeals. 
It was held that the word was geographically descriptive and 
not subject to be registered as a trade-mark. It was contended, 
however, that the word had acquired a secondary signification, 
and should not therefore be considered as merely a geographical 
name. It was conceded, in answer to the contention, that words 
could acquire a secondary signification, and their use in that 
sense be protected. But the concession and the discussion were 
for no other purpose than to bring out clearly, in opposition to 
the contention based on the secondary signification of a word, 
that it could be, though a generic and descriptive name, “lawfully 
withdrawn from common use” by being registered as a trade- 
mark. And the Court was careful to observe that the question 
considered was not— 


whether the record made out a case of false representation or perfidous 
dealing, or unfair competition, but whether appellant had the exclusive 
right to use the word “Elgin” as against all of the world 


The question was asked, “Was it a lawful registered trade- 


mark: If so, the answer was: 





Th the Circuit Court had jurisdiction, under the statute, to award 
relief for infringement; but 1f it were not a lawful registered trade-mark, 
then the Circuit Court of Appeals correctly held that jurisdiction could 
not be maintained. 


The case may be said to be only of negative value. Unfair 
trade, we have seen, was referred to, and it was discussed also 
by the Circuit Court of Appeals, but it put it aside as an element 
of decision, because the court was, as it said, “without jurisdic- 
tion to grant relief,” as the right of the Elgin Watch Company 
arose under the act of Congress, and was limited by the act to 
recovery of damages for the wrongful use of a trade-mark, 
or to a remedy according to the course of equity— 


to enjoin the wrongful use of said trade-mark used in foreign commerce 
or commerce with the Indian tribes. 


The remedy in equity for fraud, it was said, existed before 


: 
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the statute and was not given by it, and that the Federal Court 
would have no jurisdiction of it except between citizens of dif- 
ferent States. (94 Fed., 665, 671.) 

Varner v. Searle & Hereth Company was a suit between cit- 
izens of different States. The bill alleged the infringement of a 
trade-mark for the word “Pancreopepsine.” Unfair competition 
vas also alleged. The Circuit Court found that there was no 
proof of the latter, but held that the complainant had a valid 


trade-mark and enjoined the defendant from its use. The Cir- 


‘uit Court of Appeals concurred in the finding as to unfair com- 
petition, but decided against the validity of the trade-mark and 
reversed the decree of the Circuit Court and ordered the bill 
to be dismissed. We affirmed the decree of the Circuit Court 
\ppeals and said that the courts of the United States can 
take cognizance of an action on the case or a suit in equity 


veen citizens of the same State— 


less the trade-mark in controversy is used on goods intended to be 
nsported to a fore 


th an Indian tribe 


en count or in lawful commercial intercourse 
But we also said that 


diverse citizenship exists, and the statutory amount is in contro- 


rsy, the courts of the United States have jurisdiction, but where those 
litions do not exist, jurisdiction can only be maintained where there 
nterference with commerce with foreign nations or Indian tribes. * * * 


It was held, besides, that as diverse citizenship existed the Cir- 
uit Court had jurisdiction, and in answer to the contention that 
as jurisdiction depended entirely on diversity of citizenship the 
lecree of the Circuit Court of appeals was final, this was said: 


We think, however, that as infringement of a trade-mark registered 


nder the act was charged, the averments of the bill, though quite de- 


fective, were sufficient to invoke the jurisdiction also on the ground 
that the case arose under the law of the United States, and will not, 
therefore, dismiss the bill 


No notice was given to the charge of unfair competition, and 
vet, if the contention of the Paint Company in the case at 
bar be sound, we should have decided that question because it 


was decided in the courts below for, we have seen, it is the 
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contention of the Paint Company in this case that the lower 
courts having jurisdiction to decide the question of unfair com- 
petition, this Court also has jurisdiction. But, as we have seen 
in Warner v. Searle & Hereth Co., we did not pass on the ques- 
tion of unfair competition, though the same conditions of juris- 
diction existed which exist in this case. Warner v. Searle & 
Hereth Co. has in it, therefore, an element of uncertainty, but 
the statute must be considered. It makes the judgment of the 
Circuit Court of Appeals— 

final in all cases in which the jurisdiction [the jurisdiction of the Circuit 
Court is meant] is dependent entirely upon the opposite parties to the 
suit or controversy, being aliens and citizens of the United States or 


citizens of different States; also in all cases arising under the patent laws, 
under the revenue laws, and under criminal laws, and in admiralty laws 


In all other cases there is a right of review by this Court if 
there is the statutory amount involved. The case at bar is within 
the letter of the statute. The opposite parties to the suit are 
citizens of different States, and while this diversity of citizen- 
ship was not necessary to give the Circuit Court jurisdiction of 
the case in so far as it involved the validity of the trade-mark, 
it was necessary to give the court jurisdiction of the issue of 
unfair competition. If the latter had stood alone its decision 
would have been final in the Court of Appeals, and this Court 
would have had no jurisdiction to review its decision, and 
there is some objection on jrinciple, notwithstanding the union 
of the charge of unfair coipetition with the claim of a trade- 
mark, to our taking jurisdiction, but such, we think, is the effect 
of the statute. (McFadden v. United States, 213 U. S., 288; 
Spreckels Sugar Refining Co. v. McClain, 192 U. S., 397.) 

We come, therefore, to a consideration of the question of un- 
fair competition. The Circuit Court of Appeals decided the 
question-against the Paint Company. The views of the Circuit 
Court may be open to dispute. “he majority of the Court of 
Appeals was of opinion that, asice from the use of the word 
‘“Rubbero,’ there was no imitatior by the Asphalt Company of 
the Paint Company’s roofing, indee ' that the— 








arrangement, color, aesign or general appearance of the wrappers and 
markings on the packages 
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were in such 


marked contrast as to repel all suggestion of design on the part of the 
former to misrepresent the origin or ownership of its product. 


The Circuit Court expressed itself as follows: 


It is true that there is no imitation in the arrangement, color or gen- 
eral appearance of the labels, as such, aside from the similarity of the 
names, but I think the use of names so similar on rolls of similar size 
ind shape both containing roofing material is calculated, whether inten- 
tionally or unintentionally, to confuse and deceive the public 


Circuit Judge Sanborn, dissenting from the opinion and judg- 
ment of the Court of Appeals, was of the opinion that the 
Circuit Court found that the Asphalt Company was guilty of 
unfair competition; and he concurred in the finding, thus giving 
the weight of his judgment to its support. 

We think the evidence supports the conclusion of the Circuit 
Court of Appeals. The only imitation by the Asphalt Company 
of the roofing of the Paint Company is that which exists in the 
use of the word “Rubbero,” and this only by its asserted re- 
semblance to the word “Ruberoid.” To preclude its use because 
of such resemblance would be to give to the word “Ruberoid” 
the full effect of a trade-mark, while denying its validity as 
such. It is true that the manufacturer of particular goods is 
entitled to protection of the reputation they have acquired against 
unfair dealing, whether there be a technical trade-mark or not, 
but the essence of such a wrong consists in the sale of the 
goods of one manufacturer or vendor for those of another. 
(Elgin National Watch Co. v. Illinois Watch Co., supra.) Such 
a wrong is not established against the Asphalt Company. It does 
not use the word “Rubbero” in such a way as to amount to a 
traud on the public. 


Decree affirmed. 


Mr. Justice HuGHEs concurs in the result. 














20 THE TRADE-MARK REPORTER 


UNITED STATES CIRCUIT COURT 
R. GuastAviIno Co. v. COMERMA, et al. 


(184 Fed. Rep., 549.) 


EN eR £1 


Southern District of New York. January 4, 1971. 


DESCRIPTIVE AND GEOGRAPHICAL TERMS—EXTENT OF PROTECTION. 

The terms “Spanish Tile” and “Cohesive Tile,” having come to 11 
dicate to the public arches of the complainant’s make, their use by 
defendant should be enjoined, except in connection with a_ specific 
statement that they are not made by the complainant, the original maker 
of such arches. 


In Equity. On settlement of order for preliminary injunction. 
For opinion on motion for preliminary injunction, see 180 


Fed. Rep., 920. 


Elbridge L.. Adams, for complainant. 
H. B. Davis, for defendants. 
HAND, District Judge. This case now comes up in settlement 
of the order; the complainant insisting that no suffix or prefix 
will serve, but that the writ must forbid the use of the phrases 
themselves. Now it is quite true that there is no difficulty in 
law involved in an absolute writ against the phrases “Spanish 


tile’ or “cohesive tile,” though they are respectively truly 
geographical and descriptive. (Thompson v. Montgomery (1891) 
App. Cas., 217; Shaver v. Heller & Merz Co., 108 Fed., 821, 
48 C. C. A., 48, 65 L. R. A. 878.) In this case the defendant 
may use these words in any other combination, to describe his 
tiles as copied from Spanish tiles or as cohering together; but 
if it is essential, to protect the complainant's trade, that he 
should give up those particular combinations, the authorities 
permit it. Is it necessary? As I said in the former opinion, 
the phrases have hitherto designated without differentiation both 
structure and workmanship. An architect, learning that the 
structures were called “Spanish tiles” or “cohesive tiles,” might 
be attracted by Guastavino’s workmanship, as well as by the 
kind of arch indicated. In the designation of that workmanship 
Guastavino is entitled to be protected. Suppose this supposed 


architect contracts with Comerma for ‘“‘Comerma’s Spanish tile 


arch.” Is there anything in that to indicate that Comerma may 
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not have been the original maker whose work he wishes to get? 
It is not necessary that the name, Guastavino, should be asso- 
ciated with the phrase, so that the name of the workman be 
known, but only that the excellence of his work be so identified. 
If the phrase means his work, it should be protected, though he 
were unknown by name. 

There is evidence here that “Spanish tile’ and “cohesive tile” 
do indicate work of Guastavino, whether known by his name or 
not. I do not think that it is enough merely to call Comerma’s 
arches by Comerma’s name, because that does not contradict 
their being made by the same person who made “Spanish tile,” 
or “cohesive tile’ arches hitherto. That might be so, if Guasta- 
vino’s work were inevitably known by his name; but, when much 
of it was known by the phrases, it does not protect him to add 
“Comerma.” Indeed, it may further injure him by lending color 
to the supposition that the former unknown maker was Comerma. 
If the name of a kind of architecture has been associated with 
only one unknown maker, a succeeding maker who imitates it 
must go so far as to show that he is not the same man as the 
originator. The only adequate paraphrase would be “Spanish 
tile arch, not made by the original maker of such arches.” That 
is the effect of the “Stone Ale” case. Of course, it would be 
simpler to forbid the phrase altogether than to attempt so clumsy 
a circumlocation as that, leaving the imitator to adopt such a 
phrase as would otherwise convey the same descriptive idea. 
For example, he might say “tile arches of Spanish design,” 
“arches of cohesive tiles.” The whole language is open to him, 
except the particular phrase which custom has now associated 
with the complainant. If it be answered that this cuts off some 
use of the common language to him, the reply is that it does, 
indeed, but that it cuts off only a particular combination of 
words, and that to compel a sufhx or a prefix is equally to forbid 
a particular combination, because such a combination consists 


as much of what it omits as of what it contains. 


[ will therefore give the defendant the aliernative of adding 


as a suffix substantially the following: “Not made by Guasta- 
vino, the original maker of such arches’’—or of abandoning the 


already pointed out 
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how in these cases the calm of a temporary stay stimulates the 
inventive faculties, which congenital imitativeness seems so often 
to palsy. The defendant may from the resources of the lan- 
guage find an adequate description, without using the precise 
phrases which have been associated with Guastavino. 

Let the order pass in accordance with the above. 


KEYSTONE TyepE FOUNDRY 7. NATIONAL COMPOSITYPE Co 
(183 led, Kep., Sol 


District of Maryland. January 23, 1901. 


1 Unraik CompetritioN—IMITATION oF Styie oF Typt 
The manufacture and sale of a typemaking machine, with which 
may be cast a peculiar style of tvpe, devised by complainant, but not 
protected by patent, does not constitute unfair competition 
> Trape-MarkK—"Caston Borp,” For Tyrt 
Whether the words “Caslon Bold,” as applied to a peculiar form of 
tvpe, originated by complainant, are a good trade-mark, or are de 


scriptive, query 


{The case against the Portland Publishing Co. (180 Fed. Rep., 301), 
cited in the opinion, was against a type manufacturer, who made and 
sold type identical with complainant's and who had used the name “Cas 


lon Bold” in making such sales \n injunction was granted against 
the use of the name, but refused as to the reproduction of the style of 
type The rule is there stated and approved, that structural features 


of an unpatented article may be copied by anyone, but purely ornamental 
features may not be.| 


In Equity. On final hearing. 
Ernest IN. Bradford, for complainant. 
lenable, Baetjer & Howard, tor defendant. 


Rost, District Judge. This is a case of alleged unfair compe- 
tition. The plaintiff is a Pennsylvania corporation. It makes 
type. The defendant is a Delaware corporation. It makes and 
sells machines for casting type, and makes, sells and rents 


matrices with which types of different styles are cast in the said 


machines. It has its principal place of business in Baltimore 
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City Suit was brought in this district Defendant appeared 
generally and demurred. The demurrer was overruled, without 
prejudice to the renewal of the objections there contained at 


fendant answered, and contested 


final hearing. Thereupon 


he case on its merits, 


\t or about the tin the imstitution of this suit the plain 
tiff in the United States Cireuit Court for the District of Maine 
hled a bill of complaint against the Portland Publishing Company 
It was stated at the bar that by agreement of all the parties the 
evidence in both these case vas taken at the same time. The 
testimony so taken was to be used in each case, so far as it 


might therein be competent and relevant. The case against thr 


Portland Publishing Company has already been heard and de 
cided by Judge Putnan Llis opinion will be found in 180 Fed., 
301. 

Qn the main question involved it 1s unnecessary to add any 
thing to what Judge Putnam has said. People buy the particu 


lar tvpe face in controversy, not because it is made by the Key 
stone Type Foundry, but because, as complainant's witnesses 


themselves sa\ 


It 1s adesirapile tft ( I WOrk, Cata CUES ill 
tisine 
\ ‘ Se as : eas 
Ss another witness © Nainant says 
r torn f the lett t cases h en changed to 
ke thet lore pra ting The old forn 
( TOM, ¢ WMpal { ‘t il the ( ] ethe ds 
1 } wWicine 
\nother witness says 
S thre st] tod: 
nother Of complainan nesses says 
Py ters special] tl $s Onst tl king r some 
v style « type, s S sh t hei stomers fash 
1 up-to N rig il desig 
t { | rinters rg increas 
sale | ver large cd the rvely incr Sé 
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This type face is not covered by a design or other patent. 
Every one is therefore free to make and to sell it, provided 
that when he sells it he does nothing to lead any one to believe 
that what is made and sold by him was in fact made by some 
one else. 

There is no evidence that the defendant ever tried to make 
anybody believe that the type cast upon its machines was type 
cast by the plaintiff. The record does not show that anybody 
who made type on its machines sold such type as the product of 
the plaintiff. There is no proof that the defendant did anything 
To help its customers make their customers believe that the latter 
were buying type made by the plaintiff. 

The complainant relies much on the case of [Enterprise Manu- 
facturing Company v. Landers, et al. (C. C.), 124 Fed., 924, 
affirmed by the Circuit Court of Appeals, Second Circuit, in 
131 Ied., 240, 05 C. C. A., 587. That case was like this in one 
respect, and in one respect only. The defendant there, as here, 
sold articles which looked precisely like those made by the plain- 
tiff. In the Enterprise case the useful thing involved was a 
coffee mill. The defendant could make a coffee mill. It could 
not dress up the nonessential portions of the coffee mill made 
by it for the purpose of making its mill look like the complain- 
ant’s mill. In this case the essential thing is the form of type 
face. Defendant has the right to make and use that form. 

It is worth while to note that, while the coffee mill case was 
doubtless rightly decided, the court which did decide it says that 
the law was there carried to its extreme limit. See remarks of 
the Circuit Court of Appeals for the Second Circuit in Rushmore 
v. Manhattan Screw & Stamping Ilorks, 163 Fed., 942, 90 C. 
C. A., 299, 19 L. R. A. (N. S.), 260. 

The only other question to be considered is whether, assum- 
ing that the words “Caslon Bold” are the complainant’s common- 
law trade-mark, has the defendant infringed on complainant’s 
rights therein? 


I assume, for the purposes of this case, that such words do 
constitute a common-law trade-mark. I do not so decide. To 
pass on that question would require a careful study of all the 


type faces shown in the exhibits in this case, to determine 
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whether the particular type face in controversy is anything other 
than a bold form of other type which has long been known as 
Caslon type. In the word “Caslon” itself it is admitted that 
the complainant has no proprietary rights. If it should be de- 
termined after such an examination that this type was properly 
and accurately described as a Caslon type, and that the addition 
of the word “bold” was the mere use of an ordinary descriptive 
term in the typographic arts to show that this was a heavy or broad 
faced variety of Caslon type, it might not be possible to hold 
that the words “Caslon Bold” could constitute a common-law 
trade-mark. I do not think it necessary to pass on this question. 
| find no evidence in the record that the defendant has used the 
words “Caslon Bold” to assist persons who make type on ma- 
chines by the use of matrices furnished by defendant to sell 
the type so made. This particular type face is a new thing. Its 
creators gave it the name “Caslon Bold.” It has no other name. 
\s Mr. Justice Bradley said : 


“As a common appellative, the public has a right to use the word for 
1 
h 


all purposes of designating the article or product, except one. It can 
ot use it as a trade-mark, or in the way that a trade-mark is used, 
by applying it to and stamping it upon the articles.” Celluloid Manu 
facturing Co. v. Cellonite Manufacturing Co. (C. C.), 32 Fed., 94. 


In this case the defendant appears to have made every effort 
to avoid the use of the words “Caslon Bold.” In its catalogue 
it described the various type faces which could be made upon 
its machines by numbers. The complainant argues that the fact 
that these numbers were so arranged that by their use any one 
could be easily taught to find in complainant’s catalogue the 
“Caslon Bold” type is an evidence of fraud. I do not think so. 
The defendant had the right to furnish machines with which to 
make that form of type. The most that it was called on to do was 
to avoid using the words “Caslon Bold” as a means of facilitating 
its sales or those of its customers. The few occasions upon 
which the defendant in any wise employed the words ‘Caslon 


Bold” seem to me to be nothing more than such casual use of 


the words, as was inevitable when the thing itself had no other 
distinctive name. 


The bill of complaint must be dismissed, with costs. 
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NEW YORK SUPREME COURT, APPELLATE DIVISION 


Lupwic & Company v7. THe ChaAvioLtA COMPANY, ct al. 


CN. Y. Law. Journal, May 12, 1911; 120 N. ¥.. Sapp. 310:) 


TRADE-N AME—IND Right to Use Faminy Nami 

Che sale of a business d good will carries the exclusive right, as 
against the vendor, to use the trade-name, formerly appled to the 
product of the business, though this be the family name of the vendor 


Cross appeals from an interlocutory judgment in favor of thie 


plaintiff. 


Alton B. Parker, tor detendants-appellants. 
John J. O'Connell, for plaintiff-appellant. 


MecLavcuninx, J.—The plaintiff, a manufacturer of pianos 
and other musical instruments, brought this action to procure 


he defendants and each 


a judgment enjoining and restraining t 
of them from making or selling pianos by or under the name of 
Ludwig or any name or designation of which the word Ludwig 
forms a principal part, whether or not the same have an in 
terior playing attachment; from putting such name upon any 
part of planos manufactured or sold by them, and for an account 
ing. The defendants answered separately and a trial of the 
issues thus ratsed resulted in a judgment in favor of the plain 
titl, by which the defendants and each of them “are permanently 
enjoined and restrained from manufacturing, selling, offering for 
sale or placing upon the market pianos by or under the name 
‘Ludwig’ or any name or designation of which the word ‘Lud 
wig) forms a part, whether such pianos have an interior playing 
mechanism or not * * * ; and also enjoining and restraining 
them from “placing or applying the said name or any name of 
which the word ‘Ludwig’ forms a part upon any part of such 
pianos or upon any visible portion of such instruments . 

and * * * from using such name or any name of which it 
forms a part in advertising such pianos or on their letterheads, 


billheads, or other printed matter but this injunction shall 


not extend to advertisements or other printed matter which 
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1 


aving mechanism made by the ce 


] 
| 
i 


announces the fact that a p 


fendant John Hl. Ludwig is contained in a particular piano, not 


to the designation of such playing mechanism as the Ludwig 
Plaver, provided the name ‘Ludwig, or any name of which the 
word ‘Ludwig’ forms a part, does not appear upon any visible 
part of such piano.” 

The defendants appeal trom the whole of said judgment and 


the plaintiff appeals from so much as permits defendants to 
advertise or designate the playing mechanism made by them 
as the Ludwig Player \t the trial it appeared that in 18&9 
the defendant John Il. Ludwig and one Charles A. Ericsson 
entered into a partnership under the name of Ludwig & Co. for 
the purpose of manufacturing and selling pianos. The business 
of the firm was very successful, and between its formation and 
\pril, 1902, several thousand pianos had been manufactured 
and sold by it. Such pianos had upon the fall-board the name 
Ludwig & Co., but were known to the trade as the Ludwig 
piano. In April, 1go2, the plaintiff, a domestic corporation, was 
formed, with a capital stock of $400,000, Ludwig and Ericsson 
assigning and transferring to it all the business and assets of 
the firm in return for the bulk of the stock. lor some time 
prior to the formation of the corporation the partnership had 
been endeavoring to perfect some mechanism or device which 
could be put mside of a piano and automatically play it. Up 
io this time its efforts had been unsuccessful. It had, however, 
perfected a device called “The Claviola,” which was in a sepa 
rate case, and when used had to be attached to the outside of a 
piano. In the bill of sale to the corporation, the business of 
making an automatic piano player was reserved by the firm. So 
much of the bill of sale as is material to the determination of 
the question here under review 1s as follows: “We, John H. 
Ludwig and Charles A. [riesson, copartners in business under 
the firm name and style of Ludwig & Co., in consideration of 
' hereby do bargain, sell, grant, convey, transfer and de 
liver unto Ludwig & Company, a corporation organized under 
the laws of the State of New York its successors and assigns, 
all the personal assets, including good will, of every nature and 


kind of the copartnership of Ludwig & Co. wherever the same 
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may be and in whatsoever form or condition, and all rights of 
the parties of the first part in and to the same, saving and ex- 
cepting therefrom, however, all patents relating to automatic 
piano players, all machinery specially used for that purpose, 
material on hand, manufactured players, as well as names, trade- 
marks or any property of any nature or kind relating specially 
to the department of the business of the parties of the first part 
in connection with the manufacture and sale of said automatic 
piano players.” Within a few days after the corporation was 
formed, Ludwig and Iricsson entered into a written agreement 
by which the firm of Ludwig & Co. was continued for the pur 
pose of manufacturing and selling automatic piano players or 
for acquiring and exploiting or disposing of patent relating 
thereto, and at the same time they obtained the written consent 
f the corporation to apply the name Ludwig and use the same 
as the name of such mechanism. The firm continued to manu- 
facture the Claviola, and also to endeavor to perfect a device 
that could be put on the inside of a piano until 1904, when 
Eerisson withdrew from the firm, transferring to Ludwig: all 
his interest therein, and thereafter Ludwig continued the same 
business until January, 1g06, at which time he had succeeded 
in perfecting an automatic piano player which could be placed 
on the inside of a piano, From the organization of the plaintiff 
until January, 1go6, Ludwig was its president and a director, 
but at the annual meeting of stockholders held that month he 
failed of re-election to either office. [laving failed of re-election, 
he organized the defendant, the Claviola Company, a domestic 
corporation, taking the larger part of the capital stock, at once 
became its president, and since has acted as such. Immediately 
upon the organization of the Claviola Company it commenced 
the manufacture and sale of pianos, on the inside of which was 
placed the automatic player perfected by Ludwig. Upon the 
fall-board of such pianos it put the word “Ludwig” in large cap- 
ital type, directly above which, in small letters, was the word 
“the,” and below, in small letters, the words “piano player.” It 


also commenced to use numbers on its pianos corresponding sub- 


stantially to those then used by the plaintiff. 
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The plaintiff contends that the defendants have no right to 
use the word Ludwig on pianos made by them, since Ludwig 
parted with such right when he and Ericsson transferred to the 


corporation the partnership business so far as it related to the 


sale and manufacture of pianos, together with the good will, 
trale-name, etc. ‘The defendants contend that Ludwig has the 


right, under the exception contained in the bill of sale, to use 
the word Ludwig in connection with any automatic piano player 
and as it is now being used on its pianos. 

| am of the opinion the plaintiff's contention is correct. When 
Ludwig and Ericsson transferred to the plaintiff the right to 
make and sell pianos including the good will of the firm, that 
carried with it the exclusive right to "se the name by which 
pianos theretofore sold by the firm were generally known, 1. e 
Ludwig Piano or the Ludwig & Company Piano. This fact was 
recognized by Ludwig himself, because after the organization 
of the plaintiff. and while acting as its president, he dropped 
the words “& Co.” and put upon the fall-board the words “Lud 


wig, New York.” [le also recognized the fact that he had no 
right to use the word Ludwig, ever upon his automatic player, 


or at least there was sufficient doubt in his mind on that subject 


to induce him, or his firm, to obtain from the corporation. its 
consent to such use. The word Ludwig at the time the bill of 


sale was made, was and now is, in effect, a trade-name by which 
the particular type of piano manufactured by the plaintiff is 
known. That trade-name was part of the good will sold to this 
plaintiff (Slater v. Slater, 175 N. Y., 143). To permit the de- 
fendants to use that name in the manner in which they are 
using it, or upon the outside of a piano, is to deprive the plaintiff 
of something it purchased as well as to permit the defendants to 
resort to unfair competition in trade. To call the instrument 
which the defendants are selling a piano player is a misnomer ; 
it is nothing more or less than a piano with an interior automatic 
playing attachment. This the defendants recognized themselves, 
because in a circular issued by them the statement is made that: 
“Manufacturers who retail can make special arrangements with 
John H. Ludwig for the name ‘Ludwig’ for automatic piano 


player purposes for territory unoccupied.” Ludwig has a right 
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to use his name on the automatic device, and this the judgment 
permits him to do, but he can not use it on a piano equipped with 
the device, because such use would lead the public to believe the 
piano itself was a Ludwig piano (Croft v. Day, 7 Beav., &4; 
Cement Co. v. Le Page, 147 Mass., 206; H. Co. v. H. S. Co., 144 
N. ¥., 462). 


‘It is well settled,” says Judge Andrews in /7/. Co. v. H. S. Co. 
(supra), “that an exclusive right may be acquired in the name in 
which a business has been carried on, whether the name of a part 
nership or of an individual, and it will be protected against in 
fringement by another who assumes it for the purposes of 
deception or even when innocently used, without right to the 
detriment of another, and this right, which is in the nature of a 


right to a trade-mark may be sold or assigned.” 


There are numerous authorities to the effect that an individual 
may be restrained from using his own name where such name 
constitutes a trade name and has passed under a sale of good 
will. In the Russia Cement Co. v. Le Page (supra), Le Pag 
and another formed a partnership under the name of The Russia 
Cement Co., and it for some time manufactured and sold glue 
by the name of Le Page’s Glue. A corporation was thereafter 
formed, to which the partnership transferred its assets and good 
will, Le Page becoming one of its officers. Some time thereafter 
he sold all of his stock in the corporation and severed his rela 
tions with it, and then commenced to manufacture and sell glue 
under the name of Le Page Improved Liquid Glue. It was 
held that the cement company was entitled to a judgment, per 
manently enjoining and restraining his doing so. The court after 
referring to the rule that a person has a right to use his own 
name, said: “While this is the general rule, it is also true that 
one may so sell or part with the right to use his own name as a 
description or designation of a manufactured article as to de 
prive himself of the right to use it as such and confer this right 
upon another. A name used as an adjective of description is 
not necessarily understood by the public as any assertion that 


the person whose name ts used is the maker of the article. One 


who has carried on a business under a trade-name and sold a 





; 
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particular article in such a manner by the use of his name as a 
trade-mark or a trade-name as to cause the business or the ar- 
ticle to become known or established in favor under such name, 
may sell or assign such trade-name or trade-mark when he sells 
the business or manufacture, and by such sale or assignment 
conclude himself from the further use of it in a similar way. 
* * * A person may be enjoined, therefore from using his 
own name as a description of an article of his own manufacture 
and from selling the article under that particular name when he 
has parted with the right thus to apply it.” Le Page being en- 
joined from selling the glue under his own name, then caused to 
be incorporated the Le Page Company, he or his wife and 
counsel taking substantially all of the capital stock, and the cor- 
poration then commenced to manufacture glue which it sold by 
the name of “Glue made by the Le Page Company.” It was 
held this was a violation of the rights acquired by the original 


corporation to the use of the name Le Page, and an injunction 


was granted (Le Page Co. v. Russia Cement Co., 51 Fed. Rep., 
g4t). During the course of the opinion, which was delivered 
by Judge Putnam, he said: “It does not appear that either the 


shape of the packages, the color of the labels or the peculiar 
adornments put upon them or any arbitrary designations form 
essential parts of what was left behind him by Le Page when 
he withdrew from the plaintiff corporation, or of what was trans- 
ferred to it by the partnership and as to all these the Russia 
Cement Company, so far as the case shows, reserved the right 
to modify and change, as the tastes of the public or the supposed 
attractiveness of its packages may, from time to time, require. 
The essential thing is its right to inform the public that it is in 
the exclusive possession of all the advantages coming to it as 
the legitimate successor of the original formulator of ‘Le Page's 
Glue. and is alone entitled to put on the market that product 
supposed to be composed or manufactured with special skill and 
known to come from the original and long established concern” 
(see also Lamb Mint Good Co. v. Lamb G. & M. Co., 120 Mich., 
191; Brass & Tron Works v. Payne, 50 Ohio St., 115; Symond 
v. Jones, 82 Me., 302; Brown Chemical Co. v. Myers, 139 U. S., 


540, and Shaver v. Shaver, 54 la., 208). 
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But the judgment does not prevent Ludwig using his own 
name except in such a way as to deprive the plaintiff of some- 
thing it purchased. He is permitted to use it in advertising the 
fact that he has an automatic piano player which is contained in 
a particular piano, or to designate such playing mechanisms as 
the Ludwig Player. Ile must not use the word Ludwig or any 
name of which it forms a part upon a piano, because the plain- 
tiff has the right to inform the public that it is the exclusive 
manufacturer of the Ludwig Piano. This right it purchased 
from Ludwig and Iricsson, and defendants can not be permitted 
to destroy or impair the same in any respect. 

It follows that the judgment appealed from should be affirmed, 
with costs to plaintiff and against defendants. 


scorr, MILLER and Dow Line, JJ., concur. 


INGRAHAM, P. J.—I concur in the affirmance of this order so 
far as it enjoins the defendants from selling pianos under the 
name of Ludwig, but I think the judgment is too broad in re- 
straining the defendants from using the name Ludwig as the 
manufacturer of a piano player or playing mechanism, whether 
this playing mechanism forms a part of the piano or not. When 
the firm of Ludwig & Ericsson assigned and transferred to the 
plaintiff corporation the personal assets, including the good will 
of the partnership of Ludwig & Co., it accepted and reserved 
from that transfer all patents relating to automatic piano players, 
all machinery used for that purpose, materials on hand, manufac 
tured players, as well as names, trade-marks or any property of 
any nature or kind relating specially to the department of the 
business of Ludwig & Co. in connection with the manufacture 
and sale of said automatic piano players. The evidence is undis 
puted that prior to the time this assignment was made the as- 
signors had been engaged in endeavoring to invent and _ perfect 
an automatic piano player, both as a separate instrument for a 
piano and also as a mechanism which could be placed within the 
piano, although at the time of the transfer the only practical 


piano player that had been perfected was a separate instrument 
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from the piano itself. During the time that the defendant Lud- 
wig was connected with the plaintiff as a director and officer, 
these efforts had been continued, though up to the time that 


] 


Ludwig's connection with the plaintiff ended an interior mechan- 


had not been perfected. It seems to me, however, that the 


ism 
firm of Ludwig & Co. obtained the right to use the name Ludwig 
upon any mechanism that they had invented or should hereafter 
invent that could be used as a mechanical piano player as dis- 
tinguished from a piano to be played upon by the individual; and 
when Ludwig had actually perfected a piano player the mechan- 
ism of which was to be placed within the piano | think he had a 
right to sell such a piano player as the Ludwig Piano Player, 
provided he clearly indicated that it was the piano plaver that 
was manufactured by Ludwig and not the piano itself. Un- 
doubtedly the means adopted by the defendant in placing upon 
the pianos sold by him the name “Ludwig” in large letters, 
with the addition of “piano player” in small and inconspicuous 
letters was a violation of the contract as tending to deceive pur- 
chasers into supposing that the piano sold was the Ludwig Piano, 
and the adpotion by the defendant of the method employed in 
selling the pianos, including the playing mechanism, should be 
enjoined. But as the defendant Ludwig had reserved the right 
to manufacture piano players under the name of the Ludwig 
Piano Player, I think he was entitled to place upon the outside of 
the instrument sold by him the fact that the piano mechanism 
inclosed in the piano sold was manufactured by Ludwig & Co. 
or its successor the Claviola Company. There was no agreement 
by Ludwig & Co., in the transfer to the plaintiff which at all 
restrained Ludwig & Co. from continuing the manufacture of 
pianos, and the defendant Ludwig had the right to use his own 
name in that business after the transfer to the plaintiff. He 
had no right, however, to sell the pianos that he should manu- 
facture as the Ludwig Piano, but I think he had the right to sell 
a piano plaver, whether it was contained within the piano itself 
or was a separate instrument as the Ludwig Piano Player, and 


to place upon tre U1 CeEta. % Mich mciiucdecd a plan al a pPIANO 
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In Russia Cement Co. v. Le Page (147 Mass., 206), the case 
relied on in the prevailing opinion, the opinion concludes as fol- 
lows : “While the plaintiff has not sought to prevent the defend- 
ant from manufacturing glue, we add, in order to avoid mis- 
understanding, that while the defendant can not use the words 
adopted as a trade-name for the article manufactured by him, 
we do not decide that he may not use the words ‘Liquid Glue,’ or 
other appropriate words, to describe his product, or to state in 
that connection that he is himself the manufacturer of it.” In 
that case there was no reservation by the assignor as to his 
right to use his name as in this case, and in consequence of the 
character of the article manufactured it was apparent that even 
the manufacture of liquid glue under the name of Le Page would 
of itself seriously affect the business that was transferred. And 
this fact may be considered in applying the subsequent decision 
of the U. S. Circuit Court in the case of Le Page v. Russia 
Cement Co. (51 Fed. Rep., 941.) 

[ think, therefore, that the order should be modified so that 
the defendants should not be restrained from selling a piano in- 
cluding a playing mechanism under the name of the Ludwig 
Piano Player, and this could be provided for by striking out of 
the last proviso in the third clause of the interlocutory judgment 
the words “placing or applying the said name or any name of 
which the word ‘Ludwig’ forms a part upon any part of such 
pianos or ‘upon any visible portion of such instruments.” And 
also striking out in the first clause of the interlocutory judgment 
the words “whether such pianos have an interior playing mechan- 
ism or not, and in like manner enjoined and restrained from 
causing the same to be done.” 

[ think therefore, the interlocutory judgment should be 
amended as before indicated, and as so amended affirmed, with- 
out costs to either party. 


{We do not regard the doctrine of this decision as warranted by the 
authorities cited therein, none of which goes so far as to enjoin a man 


absolutely trom the use of his own name (Charles S. Higgins Co. \ 
Higgins Soap Co., 144 N. Y., 462: Russia Cement Co. v. Le Page, 147 
Mass., 206: Le Page Co. v. Russia Cement Co., 31 Fed. Rep. 941) 
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Moreover, it is distinctly at variance with the decisions of the United 
States Supreme Court, defining for the federal courts the law relative to 
the use of family names. Under the decisions of that court, a man may, 
in the absence of contract, fraud or estoppel, use his family name in 
any way and as the whole or part of a corporate name. So long as 
that use be reasonable and honest, any resulting confusion must be 
regarded as an inevitable incident of business. Nor is the right to 
such use abridged by a mere transfer of the business in connection with 
which the name has been formerly employed, and of the good will of 
such business (Howe Scale ( v. Wyckoff. Seamans ¢& Benedict, 198 
U. S., 118; Donnell v. He 1g-Hall-Marzvin Safe Co., 208 U. S., 2607: 
Bulletin, Vol. I, p. 190; IV, p. 134). The decision undoubtedly works 
substantial justice between the parties. The injunction granted is, how- 
ever, too broad in its scope, because based upon a doctrine that 1s itself 
unsound. | 


COURT OF APPEALS OF THE DISTRICT OF COLUM- 
BIA 


LU NpERWOOoD TyrpEWwt rt COMPANY 7 \. B. Dick Company. 


lanuary 2, 1011 


OppositionN—DAm 

To sustain an opposition to the registration of a trade-mark, facts 
must be shown from which an inference of damage to the opponent 
may be drawn. Proof that the mark is public property 1s not enough, 
without evidence that the opponent has used the mark 
Wr. Arthur v. Briescn, for the appellant. 
Mr. S. O. Edmonds, for the appellee. 


SHEPARD, C. J.—This is an appeal from a decision of the Com 
missioner of Patents, denying opposition to the registration of 
a trade-mark. 

The A. B. Dick Company on May 18th, 1905, filed an appli- 
cation for the registration of ‘“Mimeograph” as a trade-mark 
for duplicating-machines and parts thereof, manufactured and 
sold by it with said mark affixed. 

The application was regularly allowed and passed for publi- 
cation. On June g, 1906, the Underwood Typewriter Company 
fled an opposition to said registration, the grounds of which 
are stated as follows: 
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ist. The A. B. Dick Company is not entitled to registration of the 
word “Mimeograph” as a trade-mark for duplicating-machines and parts 
thereof, for the reason that the patent or patents under which said 
duplicating-machines and parts thereof have been manufactured, has or 
have expired; that the word “Mimeograph” has been applied as a name 
and as a trade-mark by A. B. Dick Company and by the public to the 
said patented duplicating-machines and to the parts thereof, and said 
patent or patents had expired at the date the A. B. Dick Company made 
application for the registration of said word as a trade-mark for dupli- 
cating-machines, nor has it any exclusive right to the use of said word 
as a trade-mark at the present time for use on duplicating-machines or 
parts thereof, the name having passed to the public on the date of the 
expiration of the patent or patents under which said duplicating-machines, 
known as “Mimeograph” were manufactured, sold and used. 

2nd. The opposer, the Underwood Typewriter Company, claims the 
right to make and sell the duplicating-machines and parts thereof known 


as the “Mimeograph” and to manufacture and sell same under the 
name and trade-mark “Mimeograph” now that the patent or patents 
covering said machines and known as the “Mimeograph” patent or 
patents has or have expired; and the opposer, the Underwood Type- 
writer Company, would be damaged by registration of the word 

Min h” bet granted to the A. B. Dick Company as a trade- 
mark for duplicating-machines and parts thereof 


Upon issue joined and testimony in support thereof, the Com- 
missioner finally decided against the opponent; holding, 1. That 
the evidence did not show that “Mimeograph” is the generic 


name of duplicating-machines manufactured and sold under the 
Edison patent, of which the proponent was a licensee, but was 
used by the proponent as a trade-mark to designate origin. 2. 
That the opponent has not shown that he has been, or would 
likely be damaged by the registration of the mark. Upon both 


le Opposition was dismissed. 


1 
i 


grounds t 

The first proposition is involved in considerable doubt both 
in respect of law and fact, and we shall not undertake its deter- 
mination in view of our opinion that the decision may be sus- 
tained upon the second ground. 


In the language of Mr. Justice Robb, in a former case 


The right of the petitioner to intervene was dependent upon a showing 
of interest. The statute does not contemplate that any one may petition 
the Commissioner to cancel a trade-mark duly registered, but it does 
provide that any one who “shall deem himself injured may do so.” The 
petition must, therefore, contain a statement of fact on this jurisdictional 
question, sufficiently. full to show that the petitioner has been injured 
by the registry of the mark he seeks to have canceled: and this fact 
must not be left to conjecture, but must affirmatively appear. * * * 
The averment that it has used the word as a trade-mark is not sufficient 
for the obvious reason that, unless the word 


has been used in the same 
business as that in which it was used by the appellant, no injury con- 
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consisting of a red stripe similarly placed on a rope, that the con- 
temporaneous use of the two marks would be likely to cause confusion 
in the mind of the public and deceive purchasers 


Vr. Melville Church, for the appellant. 
Wr. J. P. Dawson and Mr. J. S. Barker for the appellee. 


Rous, |—This appeal brings up for review a decision of the 


Commissioner of Patents dismissing appellant's opposition to 
the registration by appellee as a trade-mark for wire rope “a 
yellow stripe, of uniform width, spirally disposed around the 
surface” of the rope, and awarding registration to appellee. 

In its amended notice of opposition appellant stated, among 


other things: 


that in the year 1888 it adopted for its use, as a trade-mark for its highest 
of wire rope, a band of uniform width and of 
color, helically disposed and applied upon the surface of said 


and best grade 
distinctive 


stripe or 


wire rope, said trade-mark then and now being preferably applied by 
painting one of the strands of the rope so as to make it appear distinctly 
unlike the other strands of the rope 


In the stipulation forming part of the record 


It is agreed that the said A. Leschen & Sons Rope Company was 
incorporated in the vear 1886 for the purpose of manufacturing and 
selling wire ropes, or cables, and that it has continued said business 
down to the present day; that the said A. Leschen & Sons Rope Com 
pany prior to the yvear 1&4 began the practice of marking wire ropes, 
or cables, of its manufacture, with a helical stripe of uniform width 
and distinctive color, this color being usually red and produced by 
painting one of the strands of the rop This practice was begun and 

mtinued with the intention of acquiring a trade-mark 


It was further stipulated that appellant. on August 1oth, 1900, 
its application for the registration of said alleged trade- 


ark in the office of the Commissioner of Latents, and tl 


e (de- 
scription of the mark as contained in said application was repro 


luced in the The mark 


stipulation, 


adopted and used in about 1&gg and, 
cation 

msists of a yellow stripe, of uniform wi 
the surface of wire rope 


f the appellee was first 


as specified in its appli 


Ith, spirallv d 1 around 


rally disposed aro 
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The first question for consideration is whether the opinion of 
the Supreme Court of the United States in a case between the 
same parties is decisive of this case. (See Leschen Rope Co. 
v. Broderick & Bascom Rope Co., 201 U. S., 166.) That was 
a bill in equity brought by the Leschen Company against the 
Broderick & Bascom Company— 


for the infringement of a trade-mark for wire rope registered under the 
act of Congress of March 3, 1881 (21 Stat., 502) 


The parties were both Missouri corporations and the jurisdic- 
tion of the Court was dependent solely upon whether the mark 
as registered was a lawful trade-mark. (Elgin National Watch 
Company v. Illinois Watch Company, 179 U. S., 665-67.) 

The essential feature of the trade-mark before the Supreme 
Court, according to the description in the Leschen Company's 
application, was— 


a stripe of distinctive color produced in or applied to a wire rope 


This description the Court held to be too broad and too indeh 
nite, and it therefore voided the registration. In its opinion the 
Court said 


It is true that the drawing annexed to the registration, a copy of which 
is here given, as well as the exhibits furnished, shows one of the strands 
colored red; and if the trade-mark were restricted to a strand thus 
colored, perhaps it might be sustained; * * * So, although it might 
be possible to claim the imprint of a colored figure on a wire rope, the 
figures should be so described that other manufacturers would know 
how to avoid it If the trade-mark be a colored streak, it should be. 
at least, described and a statement of the mode in which the same is 
applied and affixed to the rope; and a trade-mark which may be in- 
fringed by a streak of any color, however applied, is manifestly too 
broad 


The Court concluded 


It is unnecessary to express an opinion whether, if the trade-mark 
had been restricted to a strand of rope distinctively colored, it would 


have been valid. As already observed, the claim is much broader than 
this. Nor can we assume jurisdiction of this case as one wherein the 
defendant had made use of plaintiff's device for the purpose of de 
frauding the plaintiff and palming off its goods upon the public as of 
the plaintiff's manufacture. Our jurisdiction depends solely upon the 

estion whether plaintiff has registered trade-mark valid under the 


act of Congress, and, for the reasons above given, we think it has not 
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It is apparent, therefore, that the question before the Court 
involved solely the validity of the mark as registered. The plain- 
tiff’s right to be heard having depended upon the validity of 
that registration, the Court confined its opinion to that question 
and carefully refrained from expressing— 
an opinion whether, if the trade-mark had been restricted to a strand 
of rope distinctively colored, it would have been valid. 

In other words, the striking down of a registration on the 
ground that the registrant has described his mark in too broad 
and too indefinite terms merely deprives the registrant of the 
benefits sought to be conferred upon the owners of trade-marks 
by the registration act, and does not deprive such owners of any 
property right which they may have acquired by the actual use 
of a good trade-mark. The opinion of the Supreme Court went 
no further than to deprive the present applicant of the presump- 
tion of ownership which a good registration would have af- 
forded it. 

It is insisted that appellant is here seeking protection for a 
mark of the same scope as that for which it obtained registra- 
tion. This contention is not borne out by the stipulation to which 
reference has been made. As previously noted, that stipulation 
contains a description of the mark actually used by appellant. 
The reference to said registration may be treated as mere sur- 
plusage as it serves no purpose in the stipulation. Manifestly 
appellant, after having submitted said registration to the Su- 
preme Court of the United States with the result previously 
noted, would not contend for the validity of that registration 
before this court. Moreover, in its notice of opposition appellant 
placed itself squarely upon the mark as actually used by it. 

We come now to the consideration of the question whether 
the two marks here involved are sufficiently alike as- 


to be likely to cause confusion or mistake in the mind of the public 
or to deceive purchasers. (33 Stat., 724.) 








The only difference in the marks is that of color. They are 
both used upon wire rope, and are both applied in substantially 
the same manner. It is admitted that appellant has used its 


c 


mark for more than twenty years, and if this were a case of 
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unfair competition there would be little doubt as to appellant's 
right to relief, for while color, generally speaking, is not a 
proper subject of a trade-mark, a rival dealer may not appro- 
priate another's mark by merely changing its color. It 1s mani- 
fest that if appellee is entitled to use precisely the same mark 
as that used by appellant but colored yellow instead of red, every 
color of the rainbow may be appropriated by other wire-rope 
manufacturers and may be similarly applied. Such a result, in 
our opinion, would lead to no end of confusion, the value of 
appellant’s mark would be destroyed, and the purchasing public 
would be liable to imposition. The Patent Office has held that 
there is no conflict between the two marks and the appellee 
insists that the evidence fails to show such a conflict; but both 
marks are before us and, in the language of the Circuit Court 
of Appeals for the Eighth Circuit— 


the evidence of the eyes is more persuasive and satisfactory than any 


other. (Layton Pure Food Co. vy. Church & Dwight Co., 182 Fed., 24.) 


In that case the court said 


\nd when the eves are turned upon these labels the ocular demonstra- 
tion is complete that the annular bands upon them give to those of 
the defendant a marked similarity to those of the complainant, a sim- 
ilarity so plain that it renders them well calculated to create confusion 
in the trade and to deceive buyers into the purchase of the products of 
the defendant in the belief that they are those of the complainant 


We have assumed, for the purposes of this opinion, that the 
Patent Office was right in holding that a mark consisting of a 
stripe, of uniform width, spirally disposed around the surface 
of wire rope, may constitute a valid trade-mark. We have not 
deemed it necessary to consider the question, since neither party 
is in a position to raise it here. 

For the reasons stated, the judgment must be reversed. The 
clerk will certify this opinion as by law required. 
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A. LeEscHEN & Sons Rope CoMPANY v. AMERICAN STEEL & 
Wire Co. oF NEW JERSEY. 


(164.0. G:,, 078.) 
February 6, 1911. 


SIMILARITY OF MARKS. 

A trade-mark for wire rope, consisting of a blue stripe of uniform 
width spirally disposed around the surface of the rope, so resembles 
a mark consisting of a red stripe similarly placed on a rope, that the 
contemporaneous use of the two marks would be likely to cause con- 
fusion in the mind of the public and deceive purchasers. 

Mr. Melville Church, for the appellant. 


Messrs. Linthicum, Belt & Fuller, for the appellee. 


Ross, J.—This is another trade-mark opposition case in which 
appellant seeks a reversal of a decision of the Commissioner of 
Patents awarding registration to appellee as a trade-mark for 
wire rope, a strand of the rope colored blue. 

For the reasons stated in the preceding opinion (4. Leschen 
& Sons Rope Company v. Broderick & Bascom Rope Company) 
the judgment will be reversed. The clerk will certify this opinion 
as by law required. 


Justin SEUBERT, INCORPORATED, 7. A. SANTAELLA & COMPANY. 
(166 O..'G.,.087:) 
February 6, 1911. 


1. TRADE- MARKS—SIMILARITY, 

The marks “Optimates,” “Optimo,” and “La Optima” are so similar, 
not only in appearance but in meaning and origin, that they must be 
considered the same in law.” 

2. REGISTRATION—Prior Usk py ANOTHER. 

When a trade-mark has been used by a third party prior to the date 
of adoption proven by the applicant, it is immaterial that the mark 
has not been registered by such third party or that the use by him 
was unknown to the applicant. Registration should be refused 

3. ABANDONMENT—ACQUISITION OF TITLE BY ANOTHER. 

Where two parties are using a mark at the time of its abandonment 

by the original owner, neither acquires title to such mark 


Mr. Cipriano Andrade, Jr., for the appellant. 
Vr. I. H. Mayer, Mr. L.. S. Bacon, and Mr. J. H. Milans, for 
the appellee. 
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VAN OrspdEL, J.—This is a trade-mark interference case. Ap- 
pellant corporation, of Syracuse, N. Y., made application for 
the registration of the word “Optimates’” as a trade-mark for 
cigars. The mark of appellee, with which appellant was thrown 
in interference, is the word “Optimo,” likewise a mark for 
cigars. It was disclosed by the evidence that the appellant has 
used its mark continuously since 1874, while the earliest date 
that appellee can be accorded is 1900. Appellee assailed the 
right of appellant to register its mark by proving the use, since 
1866, of a mark “La Optima” for cigars by the firm of Voige 
& Winter, of Cincinnati, Ohio. This appeal is from the decision 
of the Commissioner of Patents refusing to register appellant’s 
mark. 

The right of appellant to registration can be disposed of by 
reference to the mark “La Optima.” It is familiar law that 


two trade-marks are substantially the same in legal contemplation, if 
the resemblance is such as to deceive an ordinary purchaser giving such 
attention to the same as such a purchaser usually gives, and to cause 
him to purchase the one supposing it to be the other. (McLea# v. Flem- 
ing, 96 U. S., 245. See also Gorham Co. v. White, 14 Wall., 511; Gaines 


v. Carlton Importation Co., 27 App. D. C., 571; Buchanan, etc., Co. v 
Breen & Kennedy, 27 App. D. C., 573; Hall & Ruckel v. Ingram, 28 


App. D. C., 454.) 


The three marks before us are all so similar, not only in ap- 
pearance, but in meaning and origin, that they must be considered 
as the same in law. 

At the time appellant, from its own evidence, began using 
the mark, Voige & Winter were placing upon the market in 
eighteen States more than a million cigars annually bearing the 
mark “La Optima.” This brings appellant in direct conflict 
with section 5 of the Trade-Mark Act, which expressly pro- 
vides— 


that trade-marks which are identical with a registered or known trade- 
mark owned and in use by another, and appropriated to merchandise of 
the same descriptive properties, or which so nearly resemble a registered 
or known trade-mark owned and in use by another, and appropriated to 
merchandise of the same descriptive properties, as to be likely to cause 
confusion or mistake in the 1 Lof the 

shall not be registered 


YIstel 


public, or to deceive purchasers, 
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[t is not important that the mark “La Optima” had not been 
registered. Nor is it material to this case that appellant did not 
know of the existence or use of the mark “La Optima” by 
Voige & Winter. It was still within the contemplation of the 
statute a known trade-mark, extensively used. Appellant, there- 
fore, adopted a mark which so nearly resembled a known trade- 
mark owned and in use by another as to be likely to cause 
confusion in trade. 

Appellant, however, attempts to avoid the prohibition of the 
statute by proving that a corporation known as the Voige & 
Winter: Company, the successor of Voige & Winter, conveyed 
the naked trade-mark by a bill of sale to one Bangs on May 12, 
1g09, and that, on the next day, Bangs, by similar conveyance. 
sold the mark to a concern known as the La Optima Cigar Fac- 
tory, of Cincinnati, Ohio. It is contended by counsel for ap- 
pellant that the conveyance from the \oige & Winter Company 
to Bangs constituted an abandonment of the mark, and _ that, 
under the decision of this court in \Jayer Fertilizer Co. v. Vir- 
ginia-Carolina Chemical Co. (35 App. D. C.. 425), appellant 
was at liberty to adopt the mark, and that prior use by Voige & 
Winter could not operate as a bar to such adoption. The hold- 
ing of this court in that case can not be here invoked, for the 
reason that appellant's use at the date of the alleged abandon- 
ment was not exclusive. What the court said in that case was: 


We fail to see why one already using the mark, where, as in this case, 
he has acted in good faith and without knowledge of its prior use, should 
not be as much entitled to appropriate it as one whose date of adoption 
is subsequent to the abandonment. Between the date of abandonment 
of the mark by the Southern Fertilizing Company and the date of 
adoption by Allison & Addison, appellant enjoyed the exclusive use of 
the mark. This, we think, amounted to a valid appropriation and 
entitles him to registration 


This opinion has been quoted and commented upon at length 
in the briefs of counsel for both appellant and appellee. It goes 
to the extent only of holding that a junior user of a mark in 
good faith and without knowledge of its use by the prior owner 
may, upon abandonment of the mark by the prior owner, acquire 


a property right in it; provided at the time of such abandonment 





~ 
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the junior party is the exclusive user of the mark. To this 
extent only must the opinion be considered with reference to 
the case of O'Rourke vy. Central City Soap Co. (26 Fed., 576). 
It follows that where the trespasser had knowledge of the prior 
owner's use, or where there were two trespassers at the time 
of abandonment, neither could acquire a property right in the 
mark. If two or more persons are using the mark at the time 
of abandonment, with or without knowledge of its prior use, 
neither would be prior to the other in point of time, since no one 
could in any event date priority of use beyond the time when 
the prior owner surrendered title by the act of abandonment. 

In the case at bar, assuming that the mark “La Optima” was 
abandoned by the attempted conveyances, a point not clearly 
established by the evidence, appellee was in the field at the time 
with its mark “Optimo”; hence, the right of appellant to appro- 
priate the mark, and acquire a property right therein, would be 
no greater than the right of appellee. In other words, appellant 
was not enjoying the exclusive use of the mark at the time the 
alleged abandonment occurred. 


We have not overlooked the contention of counsel that the 
marks “Optimates” and “Optimo”’ are not so similar as to be 
likely to cause confusion in trade. We experienced no difficulty, 
however, on this point. The marks are manifestly so similar 
that there can be no reasonable difference of opinion as to their 
coming within the prohibition of the statute. But if they were 
not, appellant's position would not be improved. Passing the 
question of the probable descriptive character of its mark, the 
evidence of the abandonment of the mark “La Optima” is by 
no means convincing; hence, we are unable to discover any 
theory that would support the right of appellant to register its 
mark. 


The decision of the Commissioner of Patents is affirmed, 
and the clerk is directed to certify these proceedings as by law 
required. 
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Stark BREWERY COMPANY v. VAL BLATZ BREWING COMPANY 
(163 ©: G.,. 730;) 


March 6, 1ort. 


TrADE-MarK—Pusuici Juris 
The representation of a star has been so generally used as a mark 
for beer as to become publici juris. An opposition to the registration 


ot a six-pointed star and the word “Star” as a trade-mark for beer 
Held properly sustained 


Myr. F. B. Brock, for the appellant. 
Vr. Titian WW’. Johnson, for the appellee. 


SHEPARD, C. J.—This is an appeal from a decision of the Com- 
missioner of Patents sustaining an opposition to the registration 
of a trade-mark. 

The Star Brewery Company of Bellville, Illinois, applied for 
the registration of a six-pointed star with the word “Star” within 
the same, as a trade-mark for beer. 

Opposition was filed by the Val Blatz Brewing Company, 
claiming that it had been using the star with a hop-blossom and 
the letters “\V. bB.” as a trade-mark for beer, and would be 
damaged by the registration of the mark. The various special 
grounds of opposition are fairly summarized by the Examiner 
of Interferences as follows: 


That the applicant is not entitled to the exclusive use of a star or the 
word “Star” as a trade-mark for beer; that both the symbol and the 
word, broadly have lost the power to indicate origin, so far as beer 
is concerned; that if the applicant ever had the exclusive right to the 
use of either the symbol or the word, such right has been forfeited; that 
stars of various shapes have for many years past been used by numerous 
individuals and corporations, including the opposer, as marks for beer 


The evidence shows that the Star Brewery Company has 
used the representation of a star as a trade-mark upon its goods 
since 1854 or 1855. Its first use was in the form of a six-pointed 


1 


star with a ring or circle in the center. It also appears that 


a great many brewers in this country have been, and are using 


the representation of a star, with various additions and em- 


bellishments, as a trade-mark for beer, affixed to barrels, kegs 
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and bottles. These are established in the Middle and Western 
States, chiefly, and extend their trade over a considerable terri- 
tory. Some four of these concerns have used the star, which is 
the dominant feature of the trade-mark in all instances, since 
1871 to 1875. Others have been using it for from twenty to 
twenty-five years. The opponent has used it in connection with 
a hop-blossom and monogram for twenty or twenty-one years. 
Testimony tends to show that the star is the traditional symbol 
of the beer-brewer in the land from whence the practice of beer- 
making in this country seems to have been derived. In German 
breweries beer is commonly dispensed to employees and visitors 
in a place called the Sternewirth—a word signifying the host 
at the Sign of the Star. Sterne, in the German language, sig- 
nifies star. Testimony tends to show that some of those con- 
nected with the applicant corporation have for years known of 
the use of the star mark, in various forms and designs, by other 
brewers. Considering their nearness to the centers of the beer 
industry, and the enormous volume of the beer trade generally, 
they must have known of this very general use of the star by 
other brewers. No litigation between these various users of the 
mark seems ever to have arisen, though quite a number of reg- 
istrations seems to have been made under the former trade-mark 
law. No infringement suit has ever been instituted by the ap- 
plicant, but it had an interference case in the Patent Office with 
George Ehret decided in June, 1908. No other question was in- 
volved therein than that of priority between the two contestants, 
and probable confusion in trade resulting from similarity of the 
marks used. It was decided in favor of the applicant. (Ehret 
v. Star Brewery Co., 31 App. D. C., 507). There is nothing to 
show that the applicant has ever abandoned its trade-mark, 
though it has made changes in the design. The mere failure to 
assert its right by infringement suits against a particular party 
for a number of years, unattended by circumstance sufficient to 
raise an estoppel, would not necessarily bar its right to maintain 
such a suit now, if so advised. (Mich. Cond. Milk v. Kennewea, 
30 App. D. C., 497, and cases cited.) 

The question presented by this record is, whether the rep- 
resentation of a star, as a mark for beer, has become publics 
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juris so as to destroy the right of its registration as a trade-mark 
therefor. If it has lost this capability of exclusive appropriation 
the refusal of the Commissioner to register it for the applicant 
must be upheld. As said by Mr. Justice Robb, in a recent case: 


In a trade-mark interference proceeding the issue which the Commis- 
sioner is called upon to determine is not merely one of priority, as in a 
patent interference proceeding, bue involves any issue that might be raised 
in an ex parte case. (Jn re F'erbst, 32 App. D. C., 565.) 


The law governing the question when a trade-mark ceases to 
be an exclusive right because of its general use, has been de- 
clared by Mellish, L. J., in the following language: 


There is no doubt, I think, that a word which was originally a trade- 
mark, to the exclusive use of which a particular trader, or his successors 
in trade, may have been entitled, may subsequently become publici juris. 
* * * Then what is the test by which a decision is to be arrived at 
whether a word which was originally a trade-mark has become publics 
juris’ I think the test must be, whether the use of it by other persons 
is still calculated to deceive the public, whether it may still have the 
effect of inducing the public to buy goods not made by the original owner 
of the trade-mark, as if they were his own goods. If the ng has 
come to be so public and in such universal use that nobody can be de- 
ceived by the use of it, and can be induced from the use of it to believe 
that he is buying the goods of the original trader, it appears to me, how- 
ever hard to some extent it may appear on the trader, yet practically, 
as the right to a trade-mark is simply a right to prevent the trader from 
being cheated by other persons’ goods being sold as his goods through 
the fraudulent use of the trade-mark, the right to the trade-mark must 
be gone (Ford v. Foster, LR. 7 Ch. App., 611-628.) 


The same general doctrine has been declared by the Supreme 
Court of i United States. (Sarlehner v. Eisner, 179 U. S., 19- 
30; French Republic v. Saratoga lichy Springs Co., 191 U. S., 
427-439.) 

Considering the origin of the mark as applied to beer, its 
use by other traders in this country extending back for twenty- 
hive years or more, and its subsequent wide use by many others, 
especially with the apparent acquiescence of the applicant, we 
think that it is no longer calculated to deceive the public, or to 
induce any one to believe that in buying goods so marked he is 
buying the goods of the applicant. There was no error in sus- 


taining the opposition to registration and the decision will, there- 


fore, be affirmed. It is so ordered, and the clerk will certify 
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this decision to the Commissioner ot Patents in the manner re- 


quired by law. 


FE. A. Sarc’s Soun & Co. v. HALL & RUCKEL 
650: Gis 732:) 


larch 6, IO TT. 


PRADE-MARKS \NTICI ON “SozZOpONT,”’ “KALODONT.” 

Prior use of the word “Sozodont” as a trade-mark for tooth-paste 
Held to constitute no ground for refusing registration of the word 
“WKalodont” as a trade-mark for the same class of goods, since there 
is no misleading reseimblar between these words 
Vr. Titian IW. Johnson, for the appellants. 


Wr. S. O. Edmonds, for the appellee. 


SHEPARD, C. |.—The appellants applied for registration of 
‘Kalodont” as a trade-mark for tooth-paste and were opposed 
by appellees on the ground that they had used “Sozodont” as 
a trade-mark on similar preparations for many years prior to 
anv use of “Kalodont” and that the latter so nearly resembles 
the former as to be calculated to mislead, deceive and confuse, 
and to result in interference and conflict in trade. The opposition 
Was sustained by the Examiner, whose decision was affirmed on 


appeal to the Commissionet1 


The finding that the appellees had used “Sozodont™” as a trade- 
mark long prior to the date of use claimed for “Kalodont” is 
fully supported by the evidence. There was no evidence of any 
actual confusion in. track \Witnesses for appellees expressed 
opinions that it would be the result should appellants’ goods 
be put on general retail sale. Some testimony on the part of 
appellants tended to show, from a very limited observation, that 


confusion had not result 


The decision turned substantially upon “the judgment of the 


eve’ in the comparison of the two words. Comparing the marks 


we have come to a ditterent conclusion. We think that the case 


y 


is governed by Hall ¢& 1 el v. Ingram (28 App. D. C., 454), 


s 











é 


L 
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where it was held that there was no such misleading resemblance 
between “Sozodont” and ‘Zodenta.” 

The decision will be reversed, and this decision will be certi- 
fied to the Commissioner of Patents. 


Pik Murano Company v7. NaTrionay Leap CoMPANY 
(165 430... 475) 
March 6, 1o1t. 


1. TrkapeE-MarkKs—Goons or SAME DESCRIPTIVE PROPERTIES. 

White lead and calcimine are not goods of the same descriptive 
properties. The test is ~yhether the use of similar marks on the two 
articles is calculated to mislead an ordinary person seeking to buy 
white lead, into buying calcimine 
Vr. Archibald Cox and Mr. Lloyd B. Wight, for the appellant. 
Vir. F. M. Phelps, for the appellee. 


SHEPARD, C. J|—The Muralo Company applied for registra- 
tion of a trade-mark for calcimine consisting of a full-length 
picture of a Dutchman carrying a pail in his left hand, a brush 
beneath his left arm, and smoking a long, hanging-stem pipe, 
the bowl of which was held in his right hand. This was opposed 
by the National Lead Company, which had a registered trade- 
mark for white lead consisting of a Dutch boy sitting upon a 
ledge of some kind and carrying a pail upon his arm, with 
his uplifted right hand holding a brush in the attitude of paint- 
ing. The record does not contain the latter picture, but it was 
exhibited on the argument of the case. 


The Examiner of Interferences was of the opinion that con- 


sidering the different natures of the goods to which the respective 
marks were applied, as well as the differences in the pictures on 
the packages, no confusion in trade would result from the use 
of the applicant’s mark. As the result of this opinion, he dis- 
missed the opposition. On appeal to the Commissioner that deci- 
sion was reversed. The Muralo Company appeals from his 
decision. 





——— l 


On 
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The Dutch-boy mark was first adopted by the National Lead 
Company and was used on packages of its preparation of white 
lead. According to the Commissioner whose statement has not i 
been questioned on that point, white lead is produced by chemical ' 
action on lead, forming a white-lead acetate which is ground 
and mixed with oil and put on the market in pails. 

lor use as a paint or wall-covering the white lead is mixed with oil, 
turpentine, and a drier, the proportions being varied to suit the conditions 

der which the work 1s don 

The calcimine of the Muralo Co. is a preparation of whiting 
and glue finely ground and is placed on the market in the form 
of a powder, contained in paper cartons. When used for a 
wall-covering it is mixed with hot or cold water. 

In our view of the case, it is unnecessary to determine whether 
the figure of the Dutchman so nearly resembles that of the 
Dutch boy as to be calculated to deceive or mislead purchasers, 
when applied to articles of a similar character. In our opinion 
the manufactures of thi 


r 


‘spective parties are substantially 
ditferent. The Commissioner says: 


py Pa SER aR ES Se 


While it is true that o1 s an oil-paint of a permanent character and 
the other a water-paint, which can be easily washed off, it is clear from 
the testimony that one may be substituted for the other in the painting 

. walls, and that the use of calcimine would entail considerably less 


expense than the use of paint for the same wall-surfaces. When applied j 
to walls it would probably be impossible for a layman to distinguish ' 
the one from the other, and the testimony shows that even experts are 4 
required to make a careful examination before they can distinguish the ; 


trom the other 


This statement that white lead is an oil-paint is inconsistent 
with the preceding one which shows that it is merely one of the 
principal ingredients of oil-paint. Before being applied to walls 
as a paint, it must be thoroughly mixed with other necessary 
ingredients. Calcimine on the other hand is an entirely different 


preparation that is mixed with water for use. 


The question of confusion in trade between sales of white ' 
lead and calcimine can not arise out of the difficulty in telling ' 
whether a given wall has been painted with oil-paint comprising } 


white lead, or with calcimine dissolved in water. The real ques- 
tion is whether the use of the figure of a Dutch boy on one 


MIRE, IES ETRE OSM sat aD 
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wn 


package and that of a Dutchman on the other 1s calculated to 
mislead an ordinary person seeking to buy white lead, into buy- 
ing a package of calcimine. Bearing in mind the essential dif- 
ferences between the two articles, we think it impossible that 
such should be the case. The purchaser has some definite use 
in view and must know whether he wants white lead to com- 
pound into paint, or for other purposes, or whether he wants 
calcimine. [le does not call for the Dutch-boy or the Dutchman 
package, but may probably call for the Dutch-boy brand of white 
lead, or the Dutchman brand of calcimine. He may even call 
for the Dutch white lead or Dutch caleimine, but he knows 
whether he wants white lead or calcimine, and, unless mentally 
defective, an unprincipled salesman could not induce him to take 
one tor the other. 


The fact that one intending to use oil-paint for interior walls 
calls for white lead, but may be induced to use calcimine instead 
upon the representation that it is cheaper and when put on the 
wall can not be distinguished from oil-paint by any one but an 


expert, does not make a case of confusion in trade. 


The cases cited in support of the decision hold that the goods 
or articles of manufacture need not be identical, but that it 1s 
sufficient if there be a sameness in their general and essential 
characteristics. Phoentr Paint Co. v. Lewis (32 App. D. C., 
285), on which the Commissioner relies involved the use of 
the same trade-mark upon packages of mixed paints by one 
party and upon packages of paste paint by the other. Both were 
sold as paint, and one calling for paint of the brand might readily 
be misled or deceived. The many cases cited on the brief of the 


appellee are analogous, and there is no occasion to review them. 


Mur conelusion is that the Commissioner erred in sustaining 


the opposition; and his decision will therefore be reversed. It 
1S°sSo © 


rdered, and that the clerk certify this decision to the Com- 
mussioner of Patents. 


[This decision has an important bearit 


g upon earlier decisions of the 


same court In the Baker case, decided in December, 1908, this court 
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held that coffee and co Wel goods of the same de scriptive prop 
erties within the meaning of the trade-marks act The court cited as 


the test of similarity, the fact that they were articles applied to the same 
reneral purposes, belonging to the class of beverages in common domestic 


L1S¢ By reason of the similarity of the trade-marks, therefore, the 
prospective purchaser would be led to assume that they were products 
f the same manufacture, in consequence of which confusion, the repu 
tation of the earlier user of the mark might suffer 
Walter Bake ( ! 138 () G.. 770 Bulletin, Vol Ve p. I 
This last decision departs from the test laid down in the earlier case 
nd deiines the test to be vhether a prospective purchaser would buy 
rticle believing that he was getting the other. The court makes 
mention of the Bake: se, a fact which may fairly be taken to 
‘ate that it considers distinction between them impossible and _ rec- 
nizes the inconsisten ry later with the earlier decision. In the 
{ yf the patent off t would seem that many applications, pre- 
usly rejected on the ithority of the Baker case, may now be accepted 
irks regis . 
] 
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The nam “Brow mmot surname and is not rendered 

eistrable bv pretixing thereto the word “Deacot1 
NAME 0 v INI UAL NCTIVE ForRM 

The name “Deacon Brown” in script type, with a scroll extending 

ross all the letters ‘ept the “D” and having the letters “D” and 

* connected across the top by two flourishes is not in such a dis- 
tinctive form as to be registrable as a trade-mark. 


Wr. E. G. Siggers, for the appellant. 


VWroIb. S. Ruckinan, tor the Commissioner of Patents. 


SHEPARD, C. J.—The applicant has appealed from a decision 
of the Commissioner of [’atents, affirming that of the Examiner, 
denying an application for registration of the words “Deacon 
Brown” (printed in script tvpe with a scroll extending across all 
of the letters except the “D" and having the letters “D” and “B” 
connected across the top by two ‘“‘flourishes”), as a trade-mark 
for a non-alcoholic phosphate beverage, and syrup for making 


the same. 


The registration was denied on the general grounds that the 
words are the name of an individual, and are not written in 
any particular or distinctive manner. The decision is based on 
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section 5 of the act relating to the registration of trade-marks, 
approved February 25th, 1905, which, among other things, pro- 
vides that no mark shall be registered— 

which consists merely in the name of an individual, firm, corporation, 
or association, not written, printed, impressed, or woven in some par- 


ticular, or distinctive manner, or in association with a portrait of an 
individual 


We agree with the Commissioner that: 


The name “Brown” is a common surname, and the prefixing of the 
word “Deacon” thereto no more renders it registrable than would the 
prefixing of the word “Mr.,” “Dr.,” “General,” or the like. 

The decision follows former decisions of the commissioner 
refusing registration of surnames. The Dr. Pepper Co. (116 
©). G., 593), denying registration of the words “Dr. Pepper”; 
ex parte Gale Mfg. Co. (85 O. G., 1907); ex parte Traudt (100 
O. G., 2383). See also Kentucky Dst. & W. Co. v. Lexington 
C. D. Co. (31 App. D. C., 223-226); Brown Chemical Co. v. 
Mever (139 U. S., 540). 

Nor is the name “Deacon Brown” printed in such a particular 
or distinctive manner as to entitle it to registration under the 
provision of the law above quoted. We think that the rule of 
determination in such cases has been well stated by the Commis- 


sioner in a former decision (ex parte Polar Knitting Mills, 154 


©. G., 251), as follows: 


It is believed that the controlling principle underlying the require- 
ment of the statute that a mere name unless written or printed in a 
distinctive manner may not be registered is that the distinctive manner in 
which the name is displayed must be of a character as to give such a 
distinct impression to the eye of the ordinary observer as to outweigh 
the significance of the mere name. 


There was no error in denying registration of the mark as 
represented and the decision will be aftirmed. This decision 
will be certified to the Commissioner of Patents. 





